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Real Party in Interest (37 C.F.R. 81.192(c)(1)) 

The real party in interest in the present appeal is AKTIEBOLAGET ELECTROLUX, the 
assignee of the present application. 

Related Appeals and Interferences (37 C.F.R. 51.192(c)(2)) 

Appellant, appellant's legal representatives, and/or the assignee of the present application 
are unaware of any appeals or interferences that will directly affect, or be directly affected by or 
have a bearing on the Board's decision in the pending appeal. 

Status of Claims (37 C.F.R. 81.192(c)(3)) 

Claims 1 through 7 are pending in the application. Claims 1-6 stand rejected under 35 
U.S.C. § 103(a). The rejection of claims 1-6 is appealed. It does not appear that the Examiner 
ever considered claim 7; which was added to the application prior to the final rejection of Sep- 
tember 25, 2003. 

Status of Amendments (37 C.F.R. 81.192(c)(4)) 

No claim amendments have been made subsequent to the final rejection of September 25, 

2003. 

Summary of Invention (37 C.F.R. 81.192(c)(5)) 

The present invention relates to locking assembly for a handheld power tool for holding a 

rotatable shaft in a fixed position during installation and removal of a blade. The handheld 

power tool includes a housing 10 having an engine powered gearbox. Pg. 4, 1. 4. The gearbox 

includes a toothed transmission gear with a rotatably drive shaft 11. At a low end of the shaft 11, 
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a fastening device 12 is attached for holding a cutting tool 13 in place. Pg. 5, 11. 1-4. A vertical 
hole 16 is located on one side of the gearbox housing 10. Inside the hole 16, a locking pin 17, 
which can be made of a magnetic material, is inserted. The lower end of the locking pin 17 is 
inserted in a corresponding hole 18 in the fastening device 12. The housing wall surrounding 
hole 16 includes a magnet 19 to magnetically engage and be in contact with the locking pin 17. 
Pg. 5, 11. 10-19. When the locking pin 17 is inserted into the corresponding hole 18 in the fasten- 
ing device 12, the cutting tool 13 and the drive shaft 1 1 are locked and unable to rotate. Pg. 6, 11. 
3-6. 

Issues (37 C.F.R. 81.192(c)(6)) 

I. Whether claims 1-6 are unpatentable under 35 U.S.C. 103(a) over Bugbee (U.S. Patent 
No. 146,648), in view of Corona et al. (U.S. Patent No. 4,463,788), or Cassada et al. (U.S. Patent 
No. 5,271,253). 

II. Whether the finality of the Office action dated September 25, 2003 was premature. 

Grouping of Claims (37 C.F.R. 81.192(c)(7)) 

Claims 1-7 are grouped as follows: Claims 1-6 stand or fall together and Claim 7 stands 
or falls alone. 

Argument (37 C.F.R. S1.192(c)(8)) . 

I. Claims 1-6 are Patentable over Bugbee (U.S. Patent No. 146.648). in view of 
Corona et al. (U.S. Patent No. 4,463,788). or Cassada et al. (U.S. Patent No. 
5,271,253). 



Claims 1-6 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Bugbee 

(U.S. Patent No. 146,648) (hereinafter "Bugbee"), in view of Corona et al. (U.S. Patent No. 
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4,463,788) (hereinafter "Corona"), or Cassada et al. (U.S. Patent No. 5,271,253 (hereinafter 

"Cassada"). The Examiner's rejection is improper for at least the following reasons: 

A. The References, Even If Combined, Do Not Teach or Suggest "a magnet 
carried by the housing at a distance from the rotatable cutting tool that per- 
mits magnetic communication between the magnet and the locking pin when 
the locking pin is in the locking position, wherein the magnetic communica- 
tion between the magnet and the locking pin retains the locking pin in its 
locking position to facilitate removal and installation of the cutting tool on 
the shaft", as recited in independent claim 1, 

Bugbee in view of Corona 

Neither Bugbee nor Corona, individually or in combination, teach or suggest a magnet 
carried by a housing at a distance from a rotatable cutting tool such that magnetic communica- 
tion between the magnet and a locking pin retains the locking pin in a locking position, as re- 
quired by independent claims 1 and 6. In the final Office action dated September 25, 2003, the 
Examiner conceded that Bugbee lacks the claimed magnet. Accordingly, the Examiner took Of- 
ficial notice that "it is old and well known in the art to use one or more magnets, including neo- 
dymium magnets, to hold a metallic component in a desired position." The Corona patent was 
cited as an example in support of the Examiner's Official notice. 

It is well known that, 

determination of obviousness cannot be based on the hindsight 
combination of components selectively culled from the prior art to 
fit the parameters of the patented invention. There must be a teach- 
ing or suggestion within the prior art, within the nature of the prob- 
lem to be solved, or within the general knowledge of a person of 
ordinary skill in the field of the invention, to look to particular 
sources, to select particular elements, and to combine them as 
combined by the inventor. When the patented invention is made by 
combining known components to achieve a new system, the prior 
art must provide a suggestion or motivation to make such a com- 
bination. Crown Operations Int'l, LTD v. Solutia Inc., 289 F.3d 
1367, 62 U.S.P.Q.2D (BNA) 1917 (Fed. Cir. 2002). (emphasis 
added). 

Corona does disclose a magnet; however, Corona does not provide a suggestion or motivation to 

employ the magnet to retain a locking pin in a locking position. More specifically, Corona dis- 
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closes a multi-bit screwdriver having a magnet (96) secured to a base portion (82) of a U-shaped 
element to attract a bit end (48) toward a bore (66). Thus, the magnet (96) in Corona is em- 
ployed to move the bit (16) for the screwdriver from a first position to a second position. The 
screwdriver bit (16) of Corona is not a locking pin; nor does the magnet (96) of Corona retain the 
bit (16) in a locking position. In fact, Corona discloses a separate locking device to retain the bit 
(16) in a locked position. See Col. 5, lines 66-68 of Corona. 

Further, there is nothing in Bugbee that would have suggested the need to employ a mag- 
net, or any other type of device, to retain pin (K) in a locking position. Bugbee only discloses the 
need for retaining pin (K) in an unlocked position. Specifically, Bugbee states, 'Svhen retracted, 
the pin K L is held from any interference with the collar by means of the handle L engaging be- 
hind the lower step I, as in Fig. 1..." There is nothing in Bugbee that discloses, teaches, or sug- 
gests retaining the pin (K) in engagement with the collar. Thus, one of ordinary skill in the art 
would not have been motivated by the multi-bit screwdriver of Corona to modify the saw man- 
drel of Bugbee to include a magnet for retaining pin (K) in engagement with the collar, as sug- 
gested by the Examiner. 

For at least the aforementioned reasons, neither Bugbee nor Corona, individually or in 
combination, teach or suggest each and every limitation set forth in independent claims 1 and 6. 
Thus, reversal of this rejection is respectfully requested. 

Bugbee in view of Cassada 

Neither Bugbee nor Cassada, individually or in combination, teach or suggest a magnet 
carried by a housing at a distance from a rotatable cutting tool such that magnetic communica- 
tion between the magnet and a locking pin retains the locking pin in a locking position, as re- 
quired by independent claims 1 and 6. As discussed above, in the final Office action dated Sep- 
tember 25, 2003, the Examiner conceded that Bugbee lacks the claimed magnet. The Examiner 
then took Official notice that "it is old and well known in the art to use one or more magnets, in- 
cluding neodymium magnets, to hold a metallic component in a desired position." The Cassada 
patent was cited as an additional example in support of the Examiner's Official notice. 
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Cassada, like Corona, does disclose a magnet; however, Cassada does not provide a sug- 
gestion or motivation to employ the magnet to retain a locking pin in a locking position. Spe- 
cifically, Cassada discloses an electronic combination lock having a magnetic, anti-attack inter- 
lock. The anti-attack interlock includes a magnetic pin (34) held in a retracted position by a 
small magnet (46). Thus, the magnet of Cassada retains the pin in an unlocked position. 

Further, there is nothing in Bugbee that would have suggested the need to employ a mag- 
net, or any other type of device, to retain pin (K) in a locking position. Bugbee only discloses the 
need for retaining pin (K) in an unlocked position. Specifically, Bugbee states, "when retracted, 
the pin K L is held from any interference with the collar by means of the handle L engaging be- 
hind the lower step I, as in Fig. 1...." There is nothing in Bugbee that discloses, teaches, or sug- 
gests retaining the pin (K) in engagement with the collar. Thus, one of ordinary skill in the art 
would not have been motivated by the electronic combination lock of Cassada to modify the saw 
mandrel of Bugbee to include a magnet for retaining pin (K) in engagement with the collar, as 
suggested by the Examiner. 

For at least the aforementioned reasons, neither Bugbee nor Cassada, individually or in 
combination, teach or suggest each and every limitation set forth in independent claims 1 and 6. 
Thus, reversal of this rejection is respectfully requested. 

B. Examiner Has Failed To Support A Prima Facie Case Of Obviousness 

The Examiner has not provided the proper motivation for combining the Bugbee refer- 
ence with either the Corona or the Cassada references. Bugbee is directed to an expansible man- 
drel for circular saws; while Corona is directed to a multi-bit screwdriver having a handle with a 
bit selector cup rotatably mounted at its end; and Cassada is directed to a magnetic anti-attack 
interlock for an electronic combination lock. The burden is on the Examiner to make a prima 
facie case of obviousness (MPEP §2142). To support a prima facie case of obviousness, the Ex- 
aminer must show that there is some suggestion or motivation to modify the reference(s) (MPEP 
§2143.01). The mere fact that references can be combined or modified, alone, is not sufficient to 
establish prima facie obviousness (Id.). The prior art must also suggest the desirability of the 



6 



Appl. No. 09/801,250 

Appeal Brief Dated April 23, 2004 

combination (Id.). The fact that the claimed invention is within the capabilities of one of ordi- 
nary skill in the art is not sufficient, by itself, to establish prima facie obviousness (Id.)- 

Moreover, the Examiner has not cited any proper motivation to modify the Bugbee refer- 
ence. Bugbee does not disclose any desirably of holding pin (K) in a locking position. Conclu- 
sory statements of benefit are not sufficient to show obviousness. Merely listing an advantage of 
the combination is also not sufficient, as some rationale for combining the references must be 
found in the references, or drawn from a convincing line of reasoning based on established scien- 
tific principles that some advantage or beneficial result would be produced by the combination 
(MPEP §2144). Such motivation cannot be found in the application itself, as such hindsight is 
impermissible; the facts must be gleaned from the prior art. (MPEP §2142, last paragraph). 

II. The Finality of the Office Action dated September 25, 2003 was Improper. 

Claim 7, which was added to the present application on April 1 5, 2003, was never men- 
tioned, nor its treatment or status given, by the Examiner during prosecution of the application. 
Thus, it appears the Examiner never considered the patentability of claim 7. In applicant's re- 
sponse to the final Office action dated September 25, 2003, applicant notified the Examiner of 
the defect and requested that the Examiner issue a supplemental action addressing claim 7. 
However, such action was never received. According to Section 707.07(i) of the MPEP: 

In every office action, each pending claim should be mentioned by 
number, and its treatment or status given. Since a claim retains its 
original numeral throughout the prosecution of the application, its 
history through successive actions is thus easily traceable. Each ac- 
tion should conclude with a summary of all claims presented for 
examination, (emphasis added). 

Thus, because it appears that claim 7 was never considered during prosecution, it is submitted 
that the finality of the Office action dated September 25, 2003 was improper. 
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Conclusion 



For at least the reasons stated above, the applicant's claims represent a new, useful, 
nonobvious system and method for a locking assembly for a handheld power tool. 

The Examiner has failed to establish a prima facie case of obviousness under 35 U.S.C. 
§ 103(a) for claims 1-6, because the prior art cited by the examiner, individually and in combina- 
tion, fails to teach or suggest a magnet carried by a housing at a distance from a rotatable cutting 
tool such that magnetic communication between the magnet and a locking pin retains the locking 
pin in a locking position. Additionally, the Examiner has failed to provide the proper motivation 
for combining the references. Consequently, the rejection of claims 1-6 for obviousness by the 
examiner is not supported, and thus, such claims are patentable over the references. 

Further, the finality of the rejection was premature as the Examiner failed to properly 
consider all of the pending claims, in particular, claim 7, in the present application. 

For at least these reasons discussed herein, applicant respectfully requests the Board of 
Patent Appeals and Interferences to reverse the rejection of claims 1-6 and return the case to the 
examiner for issuance of a notice of allowability. 

If there are any additional fees resulting from this communication, please charge all un- 
covered fees to our Deposit Account No. 16-0820, our Order No. 33208. 



1801 East 9 th Street 
Suite 1200 

Cleveland, Ohio 441 14-3108 
(216) 579-1700 

Date: April 23, 2004 



Respectfully submitted, 



Pearne & Gordon LLP 




Una L. Schumacher, Reg. No. 48,998 
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Appendix A 



1 LA portable, engine-powered hand tool comprising: 

2 a housing (10) with a rotatable shaft (11) releasably connected to a rotatable cutting tool 

3 (13); 

4 a locking pin (17) that is movable along its axis inside a hole (16) in the housing (10) to a 

5 locking position, wherein the locking pin interferes with the rotation of the shaft (1 1) to lock the 

6 shaft (1 1) in a non-rotating position when the locking pin is in the locking position; and 

7 a magnet (19) carried by the housing at a distance from the rotatable cutting tool that 

8 permits magnetic communication between the magnet and the locking pin when the locking pin 

9 is in the locking position, wherein the magnetic communication between the magnet and the 

10 locking pin retains the locking pin (17) in its locking position to facilitate removal and installa- 

1 1 tion of the cutting tool on the shaft. 

1 2. A tool according to claim 1, wherein the locking pin (17) is made of a magnetic mate- 

2 rial and the magnet (19) is fastened to the housing (10). 

1 3. A tool according to claim 1 , wherein the magnet (19) is a neodymium magnet. 

1 4. A tool according to claim 1, wherein a fastening device (12) for the cutting tool is at- 

2 tached to the shaft (11) and is provided with an opening (18) with an axial centerline that is 

3 alignable with an axial centerline of the hole (16) in the housing, wherein the locking pin (17) 

4 can be inserted into the opening (18). 

1 5. A tool according to claim 1 , wherein the housing (10) is a gear box housing for a clear- 

2 ing saw and the cutting tool (13) is a circular saw blade. 

1 6. In a portable, engine-powered, hand tool having a circular saw blade releasably fixed 

2 to an end of a rotatable shaft, the improvement comprising: 

3 a locking pin of magnetic material movable along its axis inside a hole (16) in the hous- 

4 ing (10) from a non-locking position to a locking position that locks the rotatable shaft in a fixed 

5 position to facilitate installation and removal of the saw blade, the tool including a magnet car- 

6 ried by the housing at a distance from the rotatable cutting tool that permits magnetic communi- 

7 cation between the magnet and the locking pin for holding the locking pin in its non-locking and 

8 locking positions. 

1 7. A tool according to claim 1 wherein the magnet is positioned adjacent to and in com- 

2 munication with the hole. 
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